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DETAILED ACTION 

1 . In an amendment dated, July 1 0*^ 2006, the Applicant amended claims 1 -2 and 
traversed the rejections of claims 1-6. 

Response to Arguments 

2. Applicant's arguments filed July 10*^ 2006 have been fully considered but they 
are not persuasive. 

3. On page 4 of the Remarks, the Applicant argues that Badyal allows the user to 
rotate the pen therefore the previous Office Action's motivation to combine is flawed. 

The Examiner respectfully disagrees. Badyal struggles with how to detennine 
the orientation and rotation of the pen in the user's hand. This is clearly seen in column 

3, lines 42-61 which details numerous methods to ensure that the pen is not rotated in 
the user's hand once a reference motion direction has been set. 

4. At the top of page 5 of the Remarks, the Applicant argues that there is no 
suggestion as to how one would incorporate that system of Howard into the device of 
Howard. The Examiner respectfully disagrees; the test for obviousness is not whether 
the features of a secondary reference may be bodily incorporated into the structure of 
the primary reference; nor is it that the claimed invention must be expressly suggested 
in any one or all of the references. Rather, the test is what the combined teachings of 
the references would have suggested to those of ordinary skill in the art. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). In this case, Badyal has expressed 
problems regarding the determination of the rotation of the pen in the user's hand. 
Howard provides a system that allows detection of rotation and orientation of a device in 


Application/Control Number: 10/692,879 Page 3 

Art Unit: 2629 

a user's hand. It seems clear from these facts that it would have been obvious to one of 
ordinary skill in the art to incorporate the device of Howard into Badyal's invention to 
overcome the problems discussed by Badyal. 

5. Also on page 5 of the Remarks, the Applicant argues that the device of Howard 
merely measures the amount of change since the last position measurement, not the 
absolute position of the device to which the mechanism is attached. 

The Examiner respectfully disagrees with the interpretation of the Applicant. 
Howard explicitly discloses, measuring the angular displacement of the disk, as well as 
detemiining the motion rate and direction of rotation (col. 8, lines 49-53). This 
disclosure is seen as equivalent to the determining the location of the reference mark. 

6. On page 6 of the Remarks, the Applicant traverses the rejection of claim 5, 
arguing that the optical system of Howard does not form an image of the disk. 

The Examiner again respectfully disagrees. As currently applied to the reference 
both disks 75 and 72 fulfill the limitations to be seen as the disk in question for claim 2. 
With regards to claim 5, specifically the 72 disk is seen as further disclosing the 
limitations recited therein. 

Furthermore the use of a phototransistor and LED is seen as being especially 
pertinent to the language of claim 5. Currently the claim requires that an image of the 
disk be projected into an imaging subsystem. Howard's use of a LED to illuminate the 
disk and in turn be received by the phototransistor is seen an equivalent method of 
image projection. 
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7. The Applicant argues, on page 6 of Remarks, that with regards to claim 6, 
Howard does not disclose an elongated body. The Examiner respectfully disagrees. It 
seems clear from figures 6 and 7 at least that Howard's device is an elongated body. 

8. Finally on page 6, the Applicant traverses the rejection of claim 4, repeating 
arguments already discussed that have not been seen as persuasive. 

All the arguments by the Applicant have been fully considered, but are not 
persuasive. As such the rejections from the previous Office Action are maintained. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. CJaims 1 4 ahdi5^0 are rlje^ 1i3|a) :a§j^b^ 
over Badyal et al (US 6,151,015^ in view of Howard (US 6,^^^^^^ 

With respect to claim 1, Badyal discloses, a pointing device (fig. 1) comprising: 

an elongated body (102 in fig. 1) having a transparent end (122 in fig. 1; coL 3, 
lines 23-24) adapted for movement over a surface (clear from fig. 1); 

an illumination subsystem (104 in fig. 1) that illuminates said surface in an area 
adjacent to said transparent end (col. 3, lines 26-30); 

an imaging subsystem (108 and 1 10 in fig. 1) that forms images of a portion of 
said surface in said area (col. 3, lines 26-30); 

a controller (col. 4. lines 44-46) that periodically compares two of said images. 
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Badyal does not expressly disclose, a reference mark system or that images are 
compared based on the amount of rotation. 

Howard discloses, a reference pointing mechanism (fig. 8b) that defines a 
direction (direction of gravity) that is independent of the rotations of an elongated body 
(figs. 6, 7) and measures the orientation of an elongated body relative to said direction 
(as understood by the Examiner, the tilt of the body is measured relative to the direction 
of gravity), and that compares two images based on their amount of rotation as 
determined from said orientation (col. 8, lines 49-54). 

Howard and Badyal are analogous art because they are both from the same field 
of endeavor namely, cursor control devices. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to include the gravity reference pointing mechanism and detection method of 
Howard in the pen mouse of Badyal. 

The motivation for doing so would have been allowing more flexibility to the user 
and allow rotation of the pen within their grasp (Badyal; col. 3, lines 53-55). 

Therefore it would have been obvious to combine Badyal with Howard for the 
benefit of user flexibility when using the device to obtain the invention as specified in 
claim 1 . 

With respect to claim 2, Badyal and Howard disclose, the pointing device of 
claim 1 (see above). 

Howard further discloses, wherein said reference mark system comprises: 
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a disk that is free to rotate about an axis through said disk (75 in fig. 8b), said 
disk comprising a reference mark (76 in fig. 8b) that is displaced from said axis, said 
disk having an orientation mechanism (76 in fig. 8b) that maintains said disk in a fixed 
orientation relative to the earth (col. 8, lines 42-47); and 

a sensor for determining the location of said reference mark relative to said 
elongated body (72-74, 77-78 and 29 in fig. 8b; col. 8, lines 42-57). 

With respect to claim 3, Badyal and Howard disclose, the pointing device of 
claim 2 (see above). 

Howard further discloses, wherein said orientation mechanism comprises a 
weight (76 in fig. 8b) on said disk, said weight being displaced from said axis (col. 8, 
lines 45-46). 

With respect to claim 5, Badyal and Howard disclose, the pointing device of 
claim 2 (see above). 

Howard further discloses, wherein said sensor comprises an optical system (77- 
78 and 29 in fig. 8b) for projecting an image of said disk into said imaging subsystem 
(col. 8, lines 42-57). 

With respect to claim 6, Badyal and Howard disclose, the pointing device of 
claim 2 (see above). 

Howard further discloses, wherein said sensor comprises a reference mark 
sensor (77-78 and 29 in fig. 8b) that measures the orientation of said disk relative to 
said elongated body (col. 8, lines 42-57; figures 6, 7). 
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1 1 . Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Badyal et 
al (US 6,151 ,015) in view of Hpwarc^ (US 
5,620,371). 

With respect to claim 4, Badyal and Howard disclose, the pointing device of 
claim 2 (see above). 

Neither Badyal nor Howard disclose, wherein said orientation mechanism 
comprises a magnet attached to said disk. 

Blonder discloses, a cursor control device that teaches the use of a bar magnet 
(145 in fig. 4) attached to a sphere to always orient the sphere towards magnetic north 
(col. 3, lines 1-7). 

Blonder, Badyal and Howard are all analogous art because they are all from the 
same field of endeavor namely cursor control devices. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to replace the weight of Howard and Badyal with a magnet as taught by Blonder. 

The motivation for doing so would have been for use when a gravity dependent 
system would be ineffective, such as movement perpendicular to the force of gravity. 

Therefore it would have been obvious to combine Blonder with Howard and 
Badyal for the benefit of increased flexibility in the use of the device to obtain the 
invention as specified in claim 4. 

Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Will Boddie whose telephone number is (571) 272-0666. 
The examiner can normally be reached on Monday through Friday, 7:30 - 4:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amr Awad can be reached on (571) 272-7764. The fax phone number for 
the organization where this application or proceeding Is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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